ApplnNo. 10/677,891 
Amendment dated August 3, 2007 
Reply to Office Action of May 3, 2007 
Docket No. BOC9-2003-0047 (418) 

REMARKS/ARGUMENTS 

These remarks are made in response to the Office Action of May 3, 2007 (Office 
Action). As this response is timely filed within the 3 -month shortened statutory period, 
no fee is believed due. However, the Examiner is expressly authorized to charge any 
deficiencies to Deposit Account No. 50-0951. 

In the Office Action, Claims 1-16 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Patent 7,003, 463 to Maes, et al (hereinafter Maes) in view of 
U.S Published Patent Application No. 2005/0055216 to Bushey, et al (hereinafter 
Bushey). 

Applicants' Invention Predates Bushey 

Applicants respectfully disagree that Maes and Bushey, even when combined, 
render the claimed invention obvious. Applicants respectfully submit, however, that the 
issue is moot because Applicants' invention predates the September 4, 2003 effective date 
of Bushey. 

In support of their contention, Applicants submit herewith their Declarations in 
accordance with 37 CFR § 1.131, along with supporting evidence of Applicants' activity 
on specific dates toward a constructive reduction to practice of the invention. The 
Declarations and supporting evidence establish conception and continuing diligence from 
a time prior to the effective date of Bushey to the filing of the Application. 

Conception 
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Applicants conceived of their invention at least as early as December 17, 2002, 
and actively pursued its reduction to practice from a date prior to the effective date of 
Bushey. As evidence of conception, Applicants submit herewith, as Exhibit "A", a copy 
of Confidential Invention Disclosure No. BOC8-2002-0132, titled Autonomous Systems 
and Network Management Using Speech (hereinafter Disclosure). The 11 -page 
Disclosure, including detailed drawings, was submitted by Applicants to an intellectual 
property (IP) professional employed by the assignee of Applicants' invention, 
International Business Machines Corporation (IBM) on December 17, 2002. The 
Disclosure was insubstantially modified on December 26, 2002, by an IBM IP 
professional. However, no substantive modifications to the written description of the 
invention were made to the Disclosure after its initial submission by Applicants on 
December 17, 2002. Indeed, as explained below, IBM's internal procedures governing 
the handling of all such disclosures preclude any subsequent modification whatsoever to 
the actual description of an invention once a disclosure has been submitted to an IBM IP 
professional. 

The Disclosure explicitly describes Applicants' invention. The written description 
of the invention provided in the Disclosure is clear evidence of Applicants' conception of 
the claimed subject matter at least as early as December 17, 2002. Specifically, each of 
the claimed features is clearly set out in the written description of the invention included 
in the Disclosure. (See, especially, pages 2-3, and 7-11.) 

The Disclosure is an IBM confidential disclosure form. It is a standardized 
document that, according to established IBM procedures, is used by IBM inventors to 
document the conception of an invention. Strictly-followed internal procedures 
established by IBM govern the use of all such confidential disclosure forms. One aspect 
of IBM's established procedures governing the use of such confidential disclosure forms 
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is that no substantive modifications can be made to a confidential disclosure after it has 
been submitted to an IBM Attorney/IP Professional. Indeed, according to the internal 
procedures, no modifications whatsoever can be made to the description of the invention 
itself after a disclosure form has been submitted. 

The written description and each of the claims of the Application were prepared 
based upon the attached Disclosure. Moreover, according to IBM's established 
procedures governing the use of such disclosures, the inventors reviewed the Application 
prior to its submission to the U.S. Patent and Trademark Office in order to ensure that the 
claims and written description contained therein were fully supported by the Disclosure. 

Diligence 

Applicants exercised due diligence from prior to the effective date Bushey to the 
date that the Application was filed. As expressly affirmed in the Declarations, 
Applicants, from at least December 17, 2002 through the filing of the Application, 
worked diligently toward a constructive reduction to practice of the invention. 
Applicants worked initially with IBM's own in-house IP professionals and subsequently 
with outside counsel retained by IBM to prepare and file the Application. 

In a letter dated June 3, 2003, and submitted herewith as Exhibit "B", IBM 
instructed outside counsel to prepare and file an application for the invention described in 
the Disclosure. The request to outside counsel was made three months prior to the 
effective date of Bushey. From that date until September 16, 2002, when a first draft was 
sent to the inventors for review, as evinced by the e-mail submitted herewith as Exhibit 
"C", Applicants properly relied on the expertise of outside counsel. 
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Outside counsel prepared the Application in a manner consistent with long- 
established professional practices. According to these established practices, outside 
counsel prepares cases on a first-in, first-out basis unless a particular case is associated 
with a bar date, in which event the case is granted priority within the work queue. 
Outside counsel followed this professionally-accepted practice in preparing the 
Application in this case. 

Upon receiving the first iteration of the draft, Applicants 1 worked with outside 
counsel to refine the draft. This activity is evinced by the e-mail from the inventors with 
their comments to outside counsel, dated September 24, 2003 and submitted herewith as 
Exhibit "D". Other activity in finalizing the draft is evinced by the e-mail exchanges 
between the inventors and outside counsel, which are submitted herewith as Exhibits "E" 
and ff F n . As established by pertinent case law, the time intervals for revising the initial 
draft until it was in a form ready for filing is completely reasonable in view of demands 
on Applicants relating to their other work for the assignee of Applicants' invention and on 
outside counsel's other work commitments. 

Applicants respectfully submit that their earlier conception coupled with 
due diligence from a data prior to the effective date of Bushey precludes using Bushey as 
a basis for rejecting any of the claims. Accordingly, Applicants respectfully submit that 
each of the claims defines over the prior art. 

CONCLUSION 

Applicants believe that this application is now in full condition for allowance, 
which action is respectfully requested. Applicants request that the Examiner call the 
undersigned if clarification is needed on any matter within this Amendment, or if the 

11 



{WP419308;1} 



ApplnNo. 10/677,891 
Amendment dated August 3, 2007 
Reply to Office Action of May 3, 2007 
Docket No. BOC9-2003-0047 (418) 



Examiner believes a telephone interview would expedite the prosecution of the subject 
application to completion. 



Respectfully submitted, 



AKERMAN SENTERFITT 



Date: August 3, 2007 




Gregory A. Nelson, Registration No. 30,577 

Richard A. Hinson, Registration No. 47,652 

Customer No. 40987 

Post Office Box 3 188 

West Palm Beach, FL 33402-3 188 

Telephone: (561)653-5000 
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